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DETAILED ACTION 

Response to Arguments 

1 . Applicants' arguments, filed 6/27/2008, have been fully considered but they are 
not deemed to be persuasive. Rejections and/or objections not reiterated from previous 
office actions are hereby withdrawn. The following rejections and/or objections are 
either reiterated or newly applied. They constitute the complete set presently being 
applied to the instant application. 

2. Applicant's arguments with respect to the written description rejection under 35 
USC 112, 1 st paragraph have been fully considered but they only persuasive in part: 

Claims 1-5, 12, and 14-19 and 26 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Applicant argues there is a strong presumption that an adequate written 
description of the claimed invention is present in the specification as filed, and therefore 
both claims 1 and 15 are presumptively described; applicants are not claiming 
compounds which are characterized by particular functionality. This argument is not 
persuasive; claim 1 does not recite any compound by its name or structure, with the 
exception of a group of compounds that are excluded from the subject matter of the 
claims. The phrases "a compound being able to decrease ATP levels in the 
microbe. ..and not kill mammalian cells..." in claim 1, and "a compound [that] produces 
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an overexpression of the b-subunit of ATP synthase..." in claim 15 are claims of a group 
of compounds, without any associated structural features, characterized by one or two 
particular functionalities. Even though these compounds are recited for claimed 
methods of treating an infection, the compounds are still part of the claimed subject 
matter defining the metes and bounds of the claims. 

Applicant argues with respect to claims 5, 14, 19 and new claim 28 these claims 
explicitly set forth the compounds and/or microbially-based infections, which have been 
described sufficiently. This is persuasive with respect to claim 28 (excluded from the 
instant rejection), which recites the explicit compounds and microbially-based infections 
that do have sufficient description, both in the same claim. However, the other claims, 
which only have description for either compounds or microbial infections, but not both, 
still contain one of the broad genus claims which do not have sufficient description. 

3. Applicant's arguments, see p. 14, 1 st paragraph, filed 6/27/2008, with respect to 
the rejection under 35 USC 102(b) have been fully considered and are persuasive. The 
rejection of claims 1-3 and 14-17 has been withdrawn. 

The rejection is withdrawn due to the claim amendment excluding compound Sl- 
73 from the subject matter of the instant claims. 

4. Applicant's arguments with respect to the rejection of claims 1-5, 12, 14-19 and 
26 under 35 USC 102(e) have been fully considered but they are not persuasive: 

Claims 1-5, 12, 14-19, 26 and 28 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kuhajda, et al. (US 2006/0247302 A1 ; priority claim 2002 Jul 9). 
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The extension of this rejection to claim 28 is necessitated by the claim 
amendment. 

Applicant argues compound VII (Kahajda as Compound 74) was not tested for 
anti-microbial properties; accordingly Kuhajda does not disclose a method which 
contains each and every element of the claimed method, either explicitly or inherently. 
This argument is not persuasive; the required step of administration of an effective 
amount of a compound to a subject in need of treating a microbially-based infection is 
taught, as present in the record. The measurement of ATP, as recited in claim 1 , is not 
considered to be a required step of the practice of the method of claim 1 ; only that the 
compound "being able to decrease ATP levels... and not kill mammalian cells...", which 
would be an inherent property of administering the same compound of the instant 
claims for the same purpose. Since the compound is the same compound as in the 
instant claims and the same required method steps for the same purpose is taught in 
the prior art, the compound is considered to inherently possess the ATP decrease 
without killing the mammalian cells, as disclosed by applicant. Similarly, the 
requirement of claim 15 that "the compound produces an overexpression of the b- 
subunit of ATP synthase" is also considered to be an inherent property of administration 
of the same compound as the instant claims for the same purpose. 

As pointed out in the previous Office Action, the burden is shifted to the 
applicants to "prove that subject matter shown to be in the prior art does not possess 
characteristic relied on". Applicants have not met this burden to demonstrate the 
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inherent properties are not possessed by the teaching of Kahajda; therefore the 
rejection is maintained. 

Specification 

5. The disclosure is objected to because of the following informalities: the 
amendment to the specification, filed 6/27/2008, describing the content of 
PCT/US98/17830 discloses the formula R-SO x -Z-CO-Y, but n (not x) is limited to 1 or 2. 
It is assumed that x in the formula is a typographical error for n. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 1-5, 12, 14-19, 26 and 28 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

This rejection is necessitated by the claim amendment. The claim amendment 
changing Y from -NH to -NH 2 is considered new matter for some of the compounds now 
excluded. The application PCT/US98/1 7830 (and publication of the application, WO 
99/10321), which was identified as providing written support for the amendment 
discloses compounds with the same general formula as the instant claims exclude, R- 
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SOn-Z-CO-Y, however, Z is defined differently in the incorporated-by-reference 
application from the instant claims; in the prior documents Z is defined as "a radical 
selected from -CH 2 -, -0-, and -NH-, two or three of these radicals coupled together or - 
CH 2 =CH 2 -"; in contrast, in the instant claims Z is defined as a hydrocarbon linking 
moiety that may contain a heteroatom, a broader definition of this moiety including more 
compounds than the incorporated document cited. Compounds that have Y as -NH 2 , 
where Z is outside of the definition in PCT/US98/17830 but still within the instant claim 
definition of Z, compounds which are excluded from the subject matter by the claim 
amendment are New Matter, not sufficiently described at the time of filing the 
application. 

Conclusion 

8. No claim is allowed. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMOTHY P. THOMAS whose telephone number is 
(571)272-8994. The examiner can normally be reached on Monday-Thursday 6:30 a.m. 
- 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571) 272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Timothy P Thomas/ 
Examiner, Art Unit 1614 

/Ardin Marschel/ 

Supervisory Patent Examiner, Art Unit 1614 
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